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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group IV in the reply filed on March 3, 2004 and 
resubmitted on March 28, 2005 is acknowledged. The traversal is on the ground(s) that the 
additional searching required for all groups is not unduly burdensome. This is not found 
persuasive because contrary to applicants' contention, the search fields for the various group 
inventions are not co-extensive. Furthermore, applicants have not submitted or identified such 
evidence now of record showing the species to be obvious variants or clearly admitted on the 
record that this is the case. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1 , 2 and 4 are withdrawn from further consideration pursuant to 37 CFR 1 . 1 42(b), 
as being drawn to a nonelected group, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on March 3, 
2004 and resubmitted on March 28, 2005. 

Claim Rejections - 35 USC § 112 

3. Claims 3 and 6-1 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 3, 1 1 and 18, the metes and bounds of "vinyl aromatic graft copolymer" are 
indeterminate in scope. In this regard, it is unclear as to whether such refers to a vinyl aromatic 
polymer having an unspecified moiety grafted thereto or to an unspecified polymer having vinyl 
aromatic moiety grafted thereto. 
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It is unclear if or how claim 6 is limited by the narrower recitation "more preferably from 
1 to 5" (per claim 4). 

In claims 7 and 15, item (c), it is unclear if or how the objectionable term "general" limits 
the depicted formula. 

In claim 12, no distinction can be seen between the additional "thermoplastic resin" and 
the polyimide component. 

In claim 13, it is unclear if or how the narrower recitation "more preferably from 1 to 5" 
limits the antecedently recited broader limitation. 

Claim Rejections - 35 USC § 102/103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 3 and 6-1 8 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Japanese 7-196872. 

JP '872 discloses flame-resistant resin composition comprising (A) 1-99 pbw 
polycarbonate, corresponding to same component presently claimed, (B) 99-1 pbw graft 
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copolymer, e.g., ABS, reading on vinyl aromatic graft copolymer presently claimed, (C) 1-20 
pbw phosphoric ester-type compound, reading on presently claimed organophosphorus 
compound, and (D) 0.1-20 pbw siloxane polyetherimide, reading on presently claimed polyimide 
compound. See examples and claims. 

The disclosure of the reference meets the requirements of the present claims both with 
respect to the types of materials added and their contents. The onus is shifted to applicants to 
establish that the product of the present claims is not the same as or obvious from that set forth 
by the reference. 

It is noted that the siloxane polyetherimide used is derived from a diamine component 
containing 20-50 mole % siloxane diamine and 50-80 mole% of other diamine, thus meeting the 
structural requirements per claims 7 and 15 (see [0050] of machine translation). 
7. Claims 3 and 6-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Japanese 7-109412. 

JP '412 discloses flame-retardant resin compositions comprising (A) 100 pbw 
polycarbonate, corresponding to same component presently claimed, (B) 0.05-5 pbw 
polyetherimide, reading on presently claimed polyimide compound and (C) 0.1-30 pbw 
phosphorus compound, reading on presently claimed organophosphorus compound. 
Furthermore a graft copolymer, reading on vinyl aromatic graft copolymer presently claimed, 
can be admixed with the polycarbonate resin. See examples and claims. 

The disclosure of the reference meets the requirements of the present claims both with 
respect to the types of materials added and their contents. The onus is shifted to applicants to 
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establish that the product of the present claims is not the same as or obvious from that set forth 
by the reference. 

8. Claims 3, 6, 11-14 and 18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Japanese 9-67512. 

JP '512 discloses flame-retarding resin compositions comprising 100 parts by weight of 
a mixture comprising (A) 0.5-70 weight percent of an imidated copolymer, reading on presently 
claimed polyimide compound, (B) 1-98.5 weight percent polycarbonate, corresponding to same 
component presently claimed, (C) 1-50 weight percent graft copolymer, e.g., ABS, reading on 
vinyl aromatic graft copolymer presently claimed, and (D) 1 to 50 parts by weight of phosphorus 
compound, reading on presently claimed organophosphorus compound. See examples and 
claims. 

The disclosure of the reference meets the requirements of the present claims both with 
respect to the types of materials added and their contents. The onus is shifted to applicants to 
establish that the product of the present claims is not the same as or obvious from that set forth 
by the reference. 

9. Claims 3, 6, 1 1-14 and 18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over U.S. 5,272,193 (Fuhr et al). 

Fuhr et al disclose flame-retarding resin compositions comprising (A) 40 to 90 pbw of an 
aromatic polycarbonate, corresponding to same component presently claimed, (B)l to 25 pbw of 
a graft copolymer, reading on vinyl aromatic graft copolymer presently claimed, (C) 1 to 30 pbw 
or a phosphoric acid ester, reading on presently claimed organophosphorus compound and (D) 1 
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to 30 pbw of an anti-dripping agent inclusive of polyamides and polyimideamides, the latter 
reading on presently claimed polyimide compound. See abstract, claims, etc. 

The disclosure of the reference meets the requirements of the present claims both with 
respect to the types of materials added and their contents. It is maintained that one having 
ordinary skill in the art would have immediately envisaged polyimideamides from the small 
genus defining the reference's anti-dripping agent. The onus is shifted to applicants to establish 
that the product of the present claims is not the same as or obvious from that set forth by the 
reference. 

Claim Rejections - 35 USC § 103 

10. Claims 7-10 and 15-1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese 9-67512, described hereinabove. 

It is within the scope of the reference invention to further incorporate thermoplastics, 
such as polyetherimide, reading on the presently claimed polyetherimide component (see [0022] 
of machine translation). Accordingly, absent evidence of unusual or unexpected results, no 
patentability can be seen in the presently claimed subject matter. 

Conclusion 

1 1 . Any inquiry concerning this conmiunication or earlier communications from the 
examiner should be directed to Ana L. Woodward whose telephone number is (571) 272-1082. 
The examiner can normally be reached on Monday-Friday (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADAjpr^7 1^72- 1000. 

>/A„-^a i^Twoodward 
y/^ Primary Examiner 
y Art Unit 1711 



